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DETAILED ACTION 

1 . The Applicants' amendment filed June 26, 2007 is acknowledged. Claims 
1-9 and 11-13 are deleted. Claim 10 is amended. Now, Claims 10 and 14-21 are 
pending. 

2. The text of those sections of Title 35, U.S. code not included in this action 
can be found in prior Office Action(s). 

Claim Rejections - 35 USC § 102 

3. Claims 10 and 14-21 under 35 USC 102(b) as being unpatentable over 
Yamamoto (US 6 103 387). 

Yamamoto teaches a coating composition comprising component A) can be 
component A') (col. 25, lines 49-67) that is prepared by polymerizing a monomer 
mixture comprising a hydroxyl containing monomer (col. 27, lines 5-17), an 
epoxy containing monomer (col. 28, lines 9-28), a carboxyl containing monomer 
(col. 27, lines 18-42), etc., and component C) silica sol. (col. 25, lines 49-67) The 
amounts of the hydroxyl containing monomers and the epoxy containing 
monomers are described in col. 26, lines 52-60 and col. 28, lines 1-28. The amount 
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of component C) is described in Examples. Note that Yamamoto component A') 
reads on both Applicants' component F') and component B) because the present 
invention does not exclude the possibility of components F') and B) are the same. 
Yamamoto is silent on the polymerizing the monomer mixture in the presence of 
component C). However, with respect to later embodiment, these claims are 
product-by-process claims. "Even though product-by-process claims are limited by 
and defined by the process, determination of patentability is based on the product 
itself. The patentability of a product does not depend on its method of production. 
If the product in the product-by-process claim is the same as or obvious from a 
product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process" In re Thorpe , 777 F. 2d 695, 698, 227 USPQ 964, 
966 (Fed. Cir. 1985). 

For Applicants' argument (Remarks, page 8, 2 nd paragraph to page 9, last 
paragraph), Examiner disagrees because Yamamoto' s teaching set forth in col. 25, 
lines 49+ was relied upon, rather than that set forth in col. 10, lines 58+ (including 
col. 11, lines 1 1-12 as Applicants pointing out). Note that in teaching that was 
relied upon, there is no "very long list of monomers" for preparing component A'), 
(col. 26, line 64 to col. 28, lines 28) 
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For Applicants' argument (Remarks, page 10, 1 st paragraph), Applicants are 
reminded that the specific advantage of utilizing monomer of formula (3) is not 
claimed. Furthermore, since Yamamoto teaches the use a monomer that reads on 
Applicants' formula (3), the resulting coating should have the same characteristic 
as that alleged, unless Applicants can show any unexpected results. However, 
Applicants are reminded that the specific advantage of utilizing monomer of 
formula (3) is not claimed. Furthermore, the arguments of counsel cannot take the 
place of evidence in the record. In re Schulze, 346 F.2d 600, 602, 145 USPQ 716, 
718 (CCPA 1965); In re Geisler, 116 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 
1997) 

4. Claims 10 and 14-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nambu (EP 1 013 730). 

The following column and line numbers are based on Nambu' s U.S. 
equivalent, US 6 316 572. 

Nambu discloses a stain resistant coating composition comprising 
component A) prepared by polymerizing a mixture of compound x) an epoxy 
containing radical polymerizable monomer and compound y) a carboxyl 
containing vinyl monomer; component B) and component C). (col. 2, line 22 to 
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col. 3, line 9) Compound y) can further contain a hydroxy group, (col. 3, lines 23- 
34) Hydroxy containing monomers can also be used for preparing component A) 
(col. 7, lines 43-62) Other monomers such as methyl (meth)acrylate, etc. can be 
used for preparing component A), (col. 6, lines 39-67) Component C) can be a 
non-poly merizable organosilicate as described in col. 17, lines 38-62. The 
amounts of components x), y) in component A) and component C) are exemplified 
in Examples. Nambu is silent on polymerizing the mixture of compound x) and 
compound y) in the presence of component C). However, these claims are product- 
by-process claims. "Even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself. 
The patentability of a product does not depend on its method of production. If the 
product in the product-by-process claim is the same as or obvious from a product 
of the prior art, the claim is unpatentable even though the prior product was made 
by a different process" In re Thorpe . 777 F. 2d 695, 698, 227 USPQ 964, 966 (Fed. 
Cir. 1985). Component B) can contain carboxylic acid or anhydride, etc. (col. 14, 
lines 15-53) The amounts of components A), B) and C) are described in col. 4, 
lines 39-44, col. 16, line 64 to col. 17, line 9 and Examples. Nambu further teaches 
a method of coating as described in col. 21, line 6 to col. 22, line 25 and Examples. 
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For Applicants' argument (Remarks, page 1 1, 2 nd paragraph), Applicants 
argue, "The monomers have already been polymerized to form resins when they 
first contact component (C) " However, Applicants have not yet shown the 
difference between a composition derived from polymerizing Applicants' 
monomers i)-iii) in-situ the organosilicate of formula (2) and a composition 
derived from mixing a polymer derived from polymerizing monomers i)-iii) and 
the organosilicate of formula (2). Applicants appear to allege that, by the in-situ 
method, the organic groups of formula (3) are useful for orienting ingredient C) 
effectively on the surface of the paint film. However, Applicants are reminded that 
the specific advantage of utilizing monomer of formula (3) is not claimed. 
Furthermore, the arguments of counsel cannot take the place of evidence in the 
record. In re Schulze, 346 F.2d 600, 602, 145 USPQ 716, 718 (CCPA 1965); In re 
Geisler, 116 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997) Applicants further 
argue that, "Thus, Nambu et al. is similar to Yamamoto et al. in its teachings in 
that it suggests reacting a precursor acrylic resin with an organosilicate." Since 
Applicants' ingredients contain the same functional groups as Nambu' s 
ingredients, the organosilicate can react with both ingredients. 
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5. Claims 10, 14-15 and 18-21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by JP847 (JP 1 1-1 16847). 

JP847 discloses a stain resistant coating composition comprising an organic 
resin A) and a non-polymerizable organosilicate B) of formula I. ([0012]-[*0018] 
and [0089]) Component A) can contain can be derived from monomer mixture 
comprising hydroxy containing monomers such as polyoxyalkylene glycol mono- 
(meth)acrylate, etc.) and epoxy containing monomers. ([0029]-[0030]) JP847 is 
silent on the specific process of polymerizing the monomer mixture in the presence 
of component B). However, these claims are a product-by-process claims. "Even 
though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
process" In re Thorpe . 777 F. 2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
The monomer mixture for preparing component A) can comprise monomers 
containing carboxylic acid or anhydride groups. ([0030]) JP847 further teaches a 
method of coating. ([0110]-[01 12] and Examples) 
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For Applicants' argument (Remarks, page 12, 2 nd paragraph), However, 
Applicants are reminded that the specific advantage of utilizing monomer of 
formula (3) is not claimed. Furthermore, the arguments of counsel cannot take the 
place of evidence in the record. In re Schulze, 346 F.2d 600, 602, 145 USPQ 716, 
718 (CCPA 1965); In re Geisler, 116 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 
1997) 

6. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire on the date the 
advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will 
be calculated from the mailing date of the advisory action. In no event, however, 
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will the statutory period for reply expire later than SIX MONTHS from the date of 
this final action. 

7. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kuo-Liang Peng whose telephone number is 
(571) 272-1 09 1 . The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Randy Gulakowski, can be reached on 
(571) 272-1302. The fax phone number for the organization where this application 
or proceeding is assigned is 703-872-9306. Information regarding the status of an 
application may be obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about 
the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 
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